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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 6 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 6 recites, "a program for recording method for a recording medium ..." 
However, it appears that such would reasonably be interpreted by one of ordinary skill 
in the art as software, per se. This subject matter is not limited to that which falls within 
a statutory category of invention because it is not limited to a process, machine, 
manufacture, or a composition of matter. Software does not fall within a statutory 
category since it is clearly not a series of steps or acts to constitute a process, not a 
mechanical device or combination of mechanical devices to constitute a machine, not a 
tangible physical article or object which is some form of matter to be a product and 
constitute a manufacture, and not a composition of two or more substances to constitute 
a composition of matter. 

However, in contrast, a claimed computer-readable medium encoded with a 
computer program is a computer element which defines structural and functional 
interrelationships between the computer program and the rest of the computer which 
permit the computer program's functionality to be realized, and is thus statutory. See 
Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035 (MPEP 2106.01.1). 



Application/Control Number: 10/539154 Page 2 

Art Unit: 2621 

Accordingly, the examiner suggests amending the claim to "a computer-readable 
medium encoded with a software program" or equivalent in order to make the claim 
statutory. Any amendment to the claim would be commensurate with its corresponding 
disclosure. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Isobe et al. (US 2003/0152369) and Kori et al. (US Patent 5,852,528). 

Regarding claim 1, Isobe et al. disclose a recording apparatus ([0026]) 
capable of generating management data so that a system stream with an audio stream 
and a video stream multiplexed therein (AV stream in [0038]) can be managed as on 
recording unit from a recording start to a recording end corresponding to the recording 
start ([0016]; [0038]; [0043]) and also a plurality of recording units can be managed as 
another management unit ([0026]; [0028]), and also recording the system stream and 
management data ([0038]; [0043]; [0016]); characterized in that data for determination 
changing each time data corresponding to said recording unit is recorded in the 
recording medium is generated based on the management data and is recorded in the 
recording medium ([0016]; [0043]) to determine whether a plurality of recording units are 
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recorded on the same day in order to be placed under the same management unit 
(Isobe et al., [0026]; [0049]). 

However, Isobe et al. do not disclose explicitly said data for determination is 
compared to the management data to determine a recording apparatus having the 
recording unit for data recorded last, and said management unit is switched according 
to a result of said determination. 

Kori et al. disclose data for determination is compared to management data to 
determine a recording apparatus having the recording unit for data recorded last, and 
said management unit is switched according to a result of said determination (column 5, 
lines 22-46). 

One of ordinary skill in the art at the time the invention was made would have 
been motivated to incorporate the comparison of the data for determination and the 
management data disclosed by Kori et al. as discussed above into the recording 
apparatus disclosed by Isobe et al. The incorporated feature is necessary because, 
without this feature, the recording apparatus disclosed by Isobe et al. could not manage 
the recording units properly, i.e., a chapter could not be determined to be associated 
with a corresponding chapter (Isobe et al., [0026]; [0049]). 

Regarding claim 2, Kori et al. also disclose said data for determination is time 
information of said recording unit recorded last in the recording medium (column 5, lines 
22-46). 

Regarding claim 3, see the teachings of Isobe et al. and Kori et al. as discussed 
in claim 2 above. Furthermore, Isobe et al. also disclose said data for determination are 
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used to determine wliether or not a plurality of recording units are recorded on the same 
day ([0026]; [0049]). One of ordinary skill in the art would recognize that such a data for 
determination must comprise the recording start time and recording end time. 

Regarding claim 4, Isobe et al. also disclose said data for determination is 
assigned to said management data and is recorded in said recording medium ([0016]; 
[0043]). 

Claim 5 is rejected for the same reason as discussed in claim 1 above. 
Claim 6 is rejected for the same reason as discussed in claim 1 above. 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from tine 
examiner should be directed to Hung Q. Dang whose telephone number is (571)270- 
1116. The examiner can normally be reached on FT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THAI Q. TRAN can be reached on 571-272-7382. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hung Q Dang/ 
Examiner, Art Unit 2621 

/Thai Tran/ 

Supervisory Patent Examiner, Art Unit 2621 



